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Intellectual Property Law Update
Summertime – what a great time to address IP issues which directly impact your
bottom line:
•

•
•
•

Implications of recent Supreme Court ruling allowing copyrighting of some
fashion designs;
Implications – legal and commercial – of recent Supreme Court case
restricting where patent infringement cases may be brought;
Deciphering some key cyber-security terms;
Fame and confusion … in the trademark world!

Fashion Copyrights: Reason to Cheer?

In a very recent case involving attributes of cheerleading uniforms, the U.S. Supreme
Court determined that certain aspects of the design of the uniforms are eligible for
copyright protection. In abrogating the previous view that no aspect of fashion could
be copyrighted since it pertained to a “useful article,” the Court announced a new
standard to be applied in such situations. Specifically, it held that “a feature
incorporated into the design of a useful article is eligible for copyright protection only
if the feature (1) can be perceived as a two or three-dimensional work of art separate
from the useful article, and would qualify as a protectable pictorial graphic or
sculptural work[.]”
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While the full ramifications of this case will not emerge for some time, our experience
with the Copyright Office indicates that examiners are applying the Court’s holding to
all applications to register copyrights relating in any way to a tangible article and that
the issue should be addressed proactively in connection with such applications.

More broadly, those who manufacture or sell anything to do with fashion should
discuss with counsel potential legal protection now available for their work in light
of this case. Appropriate notice should be included on articles for which protection
may be sought. Similarly, those who develop or sell a tangible article which might
arguably overlap with the work of another need to be wary of potential infringement
claims from other vendors, and should frequently monitor whether any relevant
copyright registration applications have been or are likely to be filed. The mentality
held by some, that the fashion space is a free-for-all where legal protection is
irrelevant, is no longer accurate.
The changes wrought by this case are likely to have major commercial implications
for all industry participants, some of which are not yet apparent, but which warrant
ongoing monitoring of the legal and market environments.

Our IP partners are pleased to work with you to address the ramifications of this
decisions and potential business opportunities it presents.

ATLANTA  AUSTIN  BOSTON  CHARLOTTE  CHICAGO  CINCINNATI  CLEVELAND  COLUMBUS  DALLAS  DENVER  DETROIT  HOUSTON
LOS ANGELES  NAPLES  NEW YORK  PALO ALTO  PHILADELPHIA  PRINCETON  SALT LAKE CITY  SEATTLE  WASHINGTON D.C.

Page | 2

Supreme Court Patent Venue Decision May Chase NPE’s Back Under their Bridges
The Supreme Court’s opinion in TC Heartland LLC v. Kraft Foods Group Brands, LLC vacated years of precedent that had
imputed the concept of ‘long arm’ jurisdiction under into the patent venue statue). Because TC Heartland limits where
a company may be sued for patent infringement, it will have far reaching implications in patent litigation across the
U.S. For those companies now defending patent cases in patentee-friendly districts such as the E.D. of Texas, TC
Heartland presents an opportunity to have the case dismissed and/or transferred to the district where the accused
infringer has a regular and established place of business. At least one court has held that a party waived the defense of
improper venue when it did not timely raise it, even though the defense would have been contrary to controlling
authority … meaning that this issue must be addressed very early in litigation.

The patent venue statute, creates two independent tests for proper venue. Either the defendant must reside in the
jurisdiction district -- that now means solely the state of its incorporation, or the defendant must have committed acts
of infringement and maintained a “regular and established place of business” in the forum state.

In an earlier case, the Federal Circuit held “the first test for venue under … with respect to a defendant that is a
corporation, in light of the 1988 amendment to § 1391(c), is whether the defendant was subject to personal jurisdiction
in the district of suit at the time the action was commenced.” TC Heartland reverses this holding and effectively changes
the law. A corporation “resides” only in its State of incorporation for the purposes of the patent venue statute. Under
the second test of § 1400(b), a company may only be sued where it is alleged to have “committed acts of infringement
and has a regular and established place of business.”

For years, patent owners, notably non-practicing entities, filed patent infringement suits in the widely-regarded patent
friendly E.D. of Texas. Defendants who had very little connection with Texas could often not transfer the case as they
were subject to personal jurisdiction there. That is no longer true and is likely to drastically change the dynamics of the
relationship between patent holders and technology users. Now, a company must have a regular and established place
of business in the state where it is sued. The fact that a defendant is authorized to do business in Texas is not controlling
and will not satisfy the requirement. Likewise, having sales representatives and having a name on a building directory
where the sales representative has their office will not suffice. To sustain the venue test for a regular and established
place of business, the defendants must have a permanent establishment from which they regularly conduct business.
Not enough time has elapsed to determine how the district courts will apply TC Heartland to pending cases. We expect
a ruling from Judge Gilstrip on this issue soon and expect other judges in the Eastern district to follow his lead. For
defendants lacking a regular and established place of business in Texas, cases in the early stages seem likely to be
dismissed or transferred to the district in which a defendant has a regular and established place of business. Because
of prudential concerns like judicial economy, the result may be different in cases in which the parties have completed
discovery, claim construction or dispositive motions. Litigants should not delay discussions with our patent and
litigation partners regarding seeking dismissal or transfer of pending matters.
Privacy and Information Security

I(‘m)SO Confused! I WannaCry!

Peruse a technology agreement these days and you’ll face an alphabet soup of acronyms. Those references, while short,
are deceptively meaty. We have put together a brief glossary of some acronyms (plus some real word terms) commonly
encountered in technology agreements, especially those which address privacy and information security standards.

Standards: Technology agreements often use accepted frameworks of standards in place of (or in addition to) vague
terms and phrases such as ‘standards commonly used in the industry,’ ’best practices’ and ’reasonableness’ in order to
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add specificity to otherwise amorphous moving targets. Independent third parties are often used to certify compliance
with particular standards such as the following:
•
•
•
•

COBIT: Control Objectives for Information and Related Technologies. A framework of ISACA (stands for
Information Systems Audit and Control Association but now known only by its acronym) for the management
of information technology systems.
IEC: International Electrotechnical Commission, which prepares and publishes international standards for
electrical, electronic and related technologies. These standards are often coupled with:
ISO: International Organization for Standardization. It develops standards across an array of disciplines, from
medical devices to social responsibility. Technology agreements often refer to those in the 27000 family of
standards which address information security.
PCI-DSS: Payment Card Industry Data Security Standards. Security standards issued by the PCI SSC (Payment
Card Industry Security Standards Council, an independent body that was created by the major payment card
brands) that promote payment card data and transaction security. The standards apply to all entities that
accept, store or transmit payment card information.

Encryption Terms. Encryption is the process of converting information into an unreadable format that can become
readable again as plain text (or decrypted) with the use of an unlocking ’key.’ It has many ‘flavors’, corresponding to
differing levels of cost, effectiveness and complexity. Some use of this technique is the norm for consumer and other
sensitive material.
•
•

•
•
•
•
•
•

Key: Something that, coupled with an algorithm (or mathematical formula), is used to decode encrypted
information. It can be a password, a file, certificate or a ’token.’
Token: (1) A physical device that is used in place of (or in addition to) a password to gain electronic access to
a system or information. (2) -ization, -isation. A mechanism whereby sensitive material (such as a credit card
number) is encapsulated into an unreadable form for a very short period of time (e.g., 5 minutes) during which
a transaction is completed and after which the data self-destructs.
Bit: This refers to the length of the key. Common bit lengths are 40-bit, 128-bit and 256-bit. Generally, the
longer the key the more difficult to unlock the encryption.
Symmetric: When the same key is used to encrypt and decrypt information. The sender and recipient of
information share a single key.
Asymmetric: When a different key is used to decrypt the encrypted information.
SSL: Secure Sockets Layer. A type of encryption used over networks for data in transit. Commonly used to
conduct online transactions. SSL has been replaced by TLS (Transport Layer Security) but the term SSL
continues to be used.
AES: Advanced Encryption Standard. The industry standard of encryption recommended by the National
Institute of Standards and Technology (NIST) for the most sensitive material.
Patch: Software code developed by vendors for use in conjunction with already-installed code, in response to
identified threats to security. Very prompt deployment is essential, and delayed deployment led, at least in
large part, to ‘WannaCry.’

Any of the members of our Privacy Practice Group are available to assist you. Please call us.
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Federal Circuit Court Clarifies Standard For Evaluation Of Marks’ “Fame”
The Trademark Trial & Appeal Board (“Board”) decides adversarial proceedings between two parties—oppositions
(where a party opposes an application to register a mark) and cancellations (where a party seeks to cancel an existing
registration)—as well as appeals of final refusals by Trademark Office Examining Attorneys during prosecution of
trademark applications. In a recent case, the U.S. Court of Appeals for the Federal Circuit vacated a Board decision,
concluding that the Board had applied an “incorrect standard” for evaluating the “fame” of a trademark—one of the
factors the Board and courts must consider in determining whether there is a likelihood of confusion between two
marks. The case illustrates the important distinction between dilution analysis with respect to “famous” marks and
likelihood of confusion analysis which impacts all marks.

In the underlying case, Joseph Phelps Vineyards, LLC (“Vineyards”) Vineyards petitioned for cancellation of a 2012
registration granted to Fairmont Holdings, LLC for the mark ALEC BRADLEY STAR INSIGNIA for cigars and cigar
products. Vineyards submitted evidence that it had produced and sold wines bearing the trademark INSIGNIA since
1978, and that “INSIGNIA wine is renowned in the wine market and among consumers of fine wine.” The Board
dismissed the petition, finding that “while it appears that [Vineyard’s] INSIGNIA branded wine has met with success in
the marketplace, we are not persuaded on this record that [Vineyard’s] mark is a famous mark.”

In vacating the Board opinion, the Federal Circuit stated that the Board “erred in its legal analysis, in analyzing the
‘fame’ of INSIGNIA wine as an all-or-nothing factor, and discounting it entirely in reaching the conclusion of no
likelihood of confusion[.]” The court’s decision is important because it clarifies the test for likelihood of confusion as
used in the Federal Circuit and, by extension, the Trademark Office.

Each of the 13 U.S. Circuit Courts of Appeal has established a test, based on factors set forth in the 1973 DuPont case,
to evaluate whether there is a likelihood of confusion between two marks. Each of the 12 other circuits uses “strength”
of the senior user’s mark; only the Federal Circuit has articulated the factor as “fame” of the mark. In this decision, the
Federal Circuit made clear that “[w]hile [for purposes of a dilution claim,] fame is an either/or proposition—fame
either does or does not exist—[for purposes of a likelihood of confusion claim] fame ‘varies along a spectrum from very
strong to very weak.’” Thus, this decision may provide helpful guidance to clients deciding whether to bring an
opposition or cancellation proceeding or defending such a proceeding.

Whether you are a trademark holder concerned about protecting your registered or unregistered trademark rights or
are wish to ensure that you are taking steps to properly acquire enforceable trademark rights, our IP partners can
discuss the potential ramifications of this case for your particular situation.

BREAKING NEWS: As this newsletter went “to press,” the U.S. Supreme Court issued a decision finding
that the section of the Trademark Act that prohibited registration of “disparaging” marks is facially
unconstitutional because it violates the Free Speech clause of the First Amendment. We will discuss the
case and its impact on trademark holders in the next IP newsletter.
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